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DETAILED ACTION 
Drawings 

The drawings are objected to under 37 CFR 1 .83(a). Tine drawings must slnow 
every feature of the invention specified in the claims. Therefore, the power supply, as 
claimed in claim 12; the evaluation unit for additional processing of the detected data, 
as claimed in claim 14; the measurement device having a plurality of sensors, as 
claimed in claims 15 and 25; a dosing element for controlled release of the material, as 
claimed in claim 17; and the transmitter, receiver, and evaluation unit being coupled to 
the measurement device via the optical fiber cable, as claimed in claim 21 must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

Claims 5, 8, and 15 are objected to because of the following informalities: 

On line 2 of claim 5, "the magnet" should be replaced with "a magnet". 

On line 1 of claim 8, "the measurement device" should be replaced with "the at 
least one sensor and at least magnetic element of the holder". It is noted that claim 1 , 
upon which claim 8 depends recites that a portion of the measurement device is not 
inserted in the body cavity. 

On line 2 of claim 15, "comprising" should be replaced with "comprises". 

On line 2 of claim 15, "the sensors" should be replaced with "and the sensors". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 1 recites, "one of the magnetic elements 
is arranged inside of the body cavity and the other of the magnetic elements is arranged 
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outside of tlie body cavity". Claim 4 recites, "the magnetic element (5) arranged inside 
of the body cavity". Each of claims 5 and 9 recites, "magnetic element (5) arranged 
outside of the body cavity". The human body is non-statutory subject matter and 
cannot positively be claimed. This rejection may be overcome by replacing "arranged" 
with "adapted to be arranged" in all instances. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was l^nown or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 4, 6, 8, 9, 12, and 19 are rejected under 35 U.S.C. 102(a) and 102(e) 
as being anticipated by US Patent Application Publication No. 2003/0014742 to 
Lewkowicz et al. Lewkowicz discloses a measurement device comprising at least one 
sensor (see entire document, especially paragraphs 1 1 , 25 of Lewkowicz) and a holder 
having at least one first and one second magnetic element, of which at least one is a 
magnet (see entire document, especially paragraphs 22, 23, claim 3 of Lewkowicz). 
One element is arranged inside the body cavity and the other is arranged outside the 
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cavity. The measurement device is adapted to be fixed by tlie liolder in tlie cavity (see 
entire document, especially figs. 1A, 4A; paragraphs 12, 23 of Lewkowicz). 

Regarding claim 4 the at least one sensor is connected rigidly to the magnetic 
element 27 inside the body cavity (see entire document, especially fig. 2; paragraphs 
10, 28, 29 of Lewkowicz). 

Regarding claim 6, the measurement device is adapted to be moved within the 
body cavity by rearranging or shifting the magnet, wherein the magnet shifts in 
response to the signal, thereby moving the sensor with it (see entire document, 
especially paragraphs 7, 10, 22, 23 of Lewkowicz). 

Regarding claim 8, the measurement device is capable of being inserted in the 
body cavity via an implantation instrument, catheter, or the like (see entire document, 
especially fig. 4A; paragraph 29 of Lewkowicz). 

Regarding claim 9, the magnetic element outside of the body is capable of being 
applied to a surface of the body (see entire document, especially figs. 1 , 4A of 
Lewkowicz). 

Regarding claim 12, the measurement device is provided with a power supply 25 
(see entire document, especially figs. 2; paragraphs 28 of Lewkowicz). 

Regarding, claim 19, on the measurement device, there is a transmission device 
through which the measurement device is capable of being connected to a transmitter, 
receiver, and evaluation unit arranged outside the body using wireless connection (see 
entire document, especially paragraph 28 of Lewkowicz). 
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Claims 1-6, 8-10, 12, 16, 17, 19, and 20 are rejected under 35 U.S.C. 102(e) as 
being anticipated by US Patent Application Publication No. 2004/0050394 to Jin. Jin 
discloses a measurement device comprising at least one sensor (see entire document, 
especially paragraph 16 of Jin) and a holder. The holder has at least one first magnetic 
element arranged inside of the body cavity and a second magnetic element arranged 
outside of the body cavity, wherein the measurement device is adapted to be fixed by 
the holder in the cavity (see entire document, especially fig. 3; paragraphs 14, 15 of 
Jin). 

Regarding claims 2 and 3, one magnetic element is a magnet and the other is a 
part made from ferromagnetic material, wherein both elements are magnets (see entire 
document, especially paragraphs 14, 15 of Jin). 

Regarding claim 4, the at least one sensor is connected rigidly to the magnetic 
element arranged in the body cavity (see entire document, especially figs. 3, 4a & b of 
Jin). 

Regarding claim 5, the magnetic element arranged outside of the cavity is a 
magnet (see entire document, especially fig. 3; paragraphs 14, 15 of Jin). 

Regarding claim 6, the measurement device is adapted to be moved within the 
body cavity by rearranging or shifting the magnet, wherein the magnet shifts in 
response to the signal, thereby moving the sensor with it (see entire document, 
especially paragraphs 14, 15 of Jin). 

Regarding claim 8, the device is capable of being inserted via implantation 
instrument (see entire document, especially figs. 3, 4a & b; paragraphs 14, 16 of Jin). 
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Regarding claim 9, the magnetic element arranged outside of the body cavity is 
capable of being applied to a surface of the body (see entire document, especially fig. 3; 
paragraphs 14, 15 of Jin). 

Regarding claim 10, the measurement device is at least partially sheathed or 
encased in a flexible biocompatible material (see entire document, especially paragraph 
14 of Jin). 

Regarding claim 12, the measurement device is provided with a power supply 
(see entire document, especially paragraph 21 of Jin). 

Regarding claim 16, at least one storage device is provided on the measurement 
device for housing a material to be introduced into the body cavity (see entire 
document, especially fig. 4b; paragraph 20 of Jin). 

Regarding claim 17, a dosing element controls release of the material (see entire 
document, especially paragraph 20 of Jin). 

Regarding claims 19 and 20, a transmission device is implied by the disclosure 
that the capsule can be controlled using magnetic or wireless RF signals. Through such 
a device, the measurement device is capable of being connected to any external 
device, including a transmitter, receiver, and/or evaluation unit (see entire document, 
especially paragraph 19 of Jin). With further regard to claim 20, the disclosure of 
communication with the capsule via magnetic or wireless RF signals also implies that 
transmission device has a radiation output for introducing electromagnetic radiation 
(magnetic or wireless RF signals) into an interior of the body cavity, wherein the capsule 
resides in the cavity (See entire document, especially paragraph 19 of Jin). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

Claims 1, 10, 1 1, 23 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent No. 6,442,413 to Silver in view of US Patent Application 
Publication No. 2003/0014742 to Lewkowicz et al. Regarding claims 1 , 10, 1 1 , 23, and 
24, Silver discloses a measurement device comprising stent cage 14 having a sensor 
20. The stent 14 is positionable within a body cavity via a catheter (see entire 
document, especially figs. 1A, 2, 7A-E; col. 9, lines 39-65; col. 10, lines 20-44; col. 18, 
lines 14-67 of Silver). Silver lacks a holder comprising a first magnetic element to be 
arranged within the body cavity and a second magnetic element to be arranged outside 
of the cavity. 

However, Lewkowicz teaches a means for positioning an implantable sensor 
within a body cavity, wherein the means for positioning comprises a holder including at 
least one first magnetic element positioned within the cavity and a second magnetic 
element positioned outside of the cavity (see entire document, especially figs. 1A, 2, 4A, 
4B; paragraphs 7, 23, 29 of Lewkowicz). Therefore, it would have been obvious to one 
of ordinary skill in the art to use the means for positioning of Lewkowicz in place of the 
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catheter of Silver, as it would merely be the substitution of one known means for 
positioning for another. 

Regarding claim 10, the measurement device is at least partially sheathed or 
encased in a flexible, biocompatible material (see entire document, especially col. 1 1 , 
lines9-col. 1 1 , lines 33-58 of Silver). 

With further regard to claim 1 1, he measurement device and an electronic 
component arranged on the device are provided with an additional coating(see entire 
document, especially fig. 1 A; col. 1 1 , lines 3-32; col. 20, lines 19-26 of Silver) 

Regarding claim 24, the measurement device is integrated at least partially into a 
lattice structure of the stent cage (see entire document, especially figs. 1A, 2; col. 10, 
lines 20-44 of Silver). 

Claims 7, 13, 14, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jin, as applied to claims 1-6, 8-10, 12, 16, 17, 19, and 20 above, and 
further in view of US Patent No. 6,477,406 to Turcott. Jin lacks a plurality of sensors, 
but states that the capsule may comprise a diagnostic device. However Turcott 
discloses a diagnostic device comprising a plurality of sensors (see entire document, 
especially fig. 1 ; col. 9, lines 43-55 of Turcott). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of invention to use the device of Turcott as the 
diagnostic device of Jin, since Jin discloses using a diagnostic device, and Turcott 
discloses an appropriate such device. 
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Regarding claim 13, an electronic memory unit is included capable temporary 
storage of data (see entire document, especially col. 9, lines 43-65 of Turcott). 

With further regard to claim 14, an evaluation unit 102 processes detected data 
and is provided in a region of the sensor (see entire document, especially co. 9, lines 
43-61 of Turcott). 

Regarding claim 15, the sensors are provided for detecting values of the body 
cavity and/or a medium located therein (see entire document, especially col. 9, lines 43- 
55 of Turcott). 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lewkowicz, as applied to Claims 1 , 4, 6, 8, 9, 12, and 19 above, and further in view of 
US Patent No. 6,689,056 to Kilcoyne et al. Lewkowicz lacks a thread holder. However, 
Kilcoyne discloses an implantable, positionable measurement device, wherein the 
device has a thread holder 122 (see entire document, especially fig. 4; col. 9, lines 42- 
54 of Kilcoyne). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of invention to combine the thread holder of Kilcoyne with the device of 
Lewkowicz in order to provide a means for long term positioning or attachment. 

Allowable Subject Matter 

Claims 18 and 25 are rejected under 35 U.S.C. 101 , but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any 
intervening claims and to overcome the 101 rejection 
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The following is a statement of reasons for the indication of allowable subject 
matter: 

Regarding claim 18, the primary reason for allowance is the inclusion of the 
measurement device being part of a control loop and the dosing element releasing the 
material as a reaction to a measurement value detected by the sensor, In combination 
with all of the other limitations of the claims, which is not found in the prior art. 

Regarding claim 25, the primary reason for allowance is the inclusion of the 
plurality of sensors being connected to the magnetic elements and arranged in a plane 
of the stent cage in a uniformly distributed arrangement, in combination with all of the 
other limitations of the claims, which is not found in the prior art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PATRICIA C. MALLARI whose telephone number is 
(571)272-4729. The examiner can normally be reached on Monday-Friday 10:00 am- 
6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II can be reached on (571) 272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Patricia C. Mallari/ 
Examiner, Art Unit 3735 



